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DETAILED ACTION 

Election / Restriction 

1 . Applicants' election of method claims 25 and 27-43 made without traverse in the 
reply filed 08/18/2008 has been acknowledged. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claim 25 and 27-43 are rejected under 35 U.S.C. 112, second paragraph, as 
being unclear for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

In claim 25, line 1, "the reaction" lacks antecedent basis. The claim further recites 
the step of "placing the one or more sample materials into the chamber" followed by the 
step of "evacuating the chamber to remove unwanted gases and fluids". It is not clear 
how the unwanted fluids can be selectively evacuated without evacuating samples, and 
whether or not the claimed method is directed to solid sample processing. It is also 
unclear whether or not any steps directed to retaining the samples, are intended. 
Additionally, "supplying a fluid to the chamber under controlled conditions", is a passive 
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limitation because it merely states the result of some unspecified actions leading to the 
result, rather than positively reciting the actions (such as a step of controlling the 
pressure of a supply fluid).Thus, the claim omits the essential method steps. See 
MPEP § 2172.01 . See also claim 37, with respect to the controlled temperature; claim 
39, with respect to the controlled amount; claim 40, with respect to the "controlled 
activity"; and claims 41-43, with respect to the fluid state / phase. 

Regarding claims 38-40 it is not clear whether or not Applicant is trying to re- 
define, or to further limit the controlled conditions. Also, in claim 40, "supplying fluid with 
a controlled activity", is unclear. 

Claim Rejections - 35 USC § 102 



4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 1 22(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the Invention by the 
applicant for patent, except that an International application filed under the treaty defined In section 
351 (a) shall have the effects for purposes of this subsection of an application filed In the United States 
only If the International application designated the United States and was published under Article 21(2) 
of such treaty In the English language. 

5. Claims 25, 27-31 , 33 and 37-43 are rejected under 35 U.S.C. 1 02(e) as 
anticipated by Bergh et al. (US 6737026). 

With respect to claims 25, 27-28 and 37-43, Bergh et al. disclose methods of 
screening libraries of materials, including evaluating materials by in situ analytical 



measurements. The methods include a step of providing a chemical processing micro- 
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reactor system 10 comprising, as shown in Figure 18J, a central chamber configured for 
holding sample materials and in communication with passageway 500 supplying fluid 
reactants 20. The samples are placed into micro-holders 600 and sealed with gaskets 
300. Means for providing vacuum conditions ["evacuating fluids from the chamber"] 
can be employed for some processes (Col 46, lines 23 plus). The fluids are supplied to 
the chamber under controlled conditions: "for many chemical reactions of interest, 
temperatures are preferably above about lOO.degree. C, and more preferably above 
about 200.degree. C. Pressure can generally range from about atmospheric pressure 
to 200 bar. Exemplary reaction conditions ...can typically range from about O.degree. 
C. to about 1200.degree. C, preferably from about 25.degree. C. to about SOO.degree. 
C, more preferably from about lOO.degree. C. to about SOO.degree. C, and most 
preferably from about lOO.degree. C. to about 500.degree. C. Pressures ... can 
typically range from about atmospheric pressure to about 200 bar, from about 
atmospheric pressure to 

about 100 bar, and from about atmospheric pressure to about 50 bar" (Col 46, lines 9 
plus). 

Regarding claims 29-31, 33 and with reference to Figure 181, the reactor effluent 
stream passes via glass passages 508 and 922 ["windows"] for further determinations 
/observations which can be made by means of infrared spectroscopy, optical 
spectroscopy, mass spectroscopy, etc. - (see Col 63, lines 47 plus; Col 64, lines 6 plus). 



Application/Control Number: 10/523,233 
Art Unit: 1797 



Page 5 



Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not Identically disclosed or described as set 
forth In section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
Invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner In which the Invention was made. 

7. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness or 
nonobviousness. 

8. Claims 32 and 34-36 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Bergh et a!.. 

Bergh et al. do not specifically teach the spectroscopic methods to include NMR, 
Raman, X-ray, or inelastic / thermal neutron scattering spectroscopies. However, these 
methods are commonly employed in the art, and it would have been within the ordinary 
skill of an artisan at the time the invention was made to have modified methods of 
Berghof Tu et al. by employing the above listed spectroscopic methods, in order to 
provide more comprehensive material determination and to diversify the tests to be 
performed. 
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Conclusion 

9. Any inquiry concerning tliis communication or earlier communications from tine 
examiner should be directed to Natalia Levkovich whose telephone number is 571-272- 
2462. 

The examiner can normally be reached on Mon-Fri, 2 p.m.-IO p.m. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jill Warden can be reached on 571-272-1267. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

/Jill Warden/ 

Supervisory Patent Examiner, Art Unit 1797 
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